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Art Unit: 2624 

DETAILED ACTION 

• This action is responsive to the following communication: an Amendment filed on 
11/12/04 

• Claims 1-26 are pending in application; Claims 21-26 are newly added. 

Claim Objections 

• Claims 22, 24, and 26 objected to because of the following informalities: "fist" should 
be placed as "first" to avoid lack of antecedent basis. Appropriate correction is required. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 21, 23, 25 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. The 
specification does not provide an adequate written description of the limitations as recited 
in claims 21, 23, 25, wherein "initial entity", the examiner is unclear what constitutes an 
"initial entity"; therefore, it does not enable one skilled in the art to make, use and/or 
practice the invention. Herein, the examiner interprets an "initial entity" as a PC 
computer 30 of fig. 1 . 

Claims 22, 24, 26 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. The 
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specification does not provide an adequate written description of the limitations as recited 
in claims 22, 24, and 26, wherein "first designation is not recognizable by entity"; 
therefore, it does not enable one skilled in the art to make, use and/or practice the 
invention. The examiner interprets "not recognizable" as the customer product number is 
different than manufacturer product number; therefore, the customer product number is 
not recognizable by the entity. 

Response to Arguments 

Applicant's arguments, see pages 7-11, filed on 11/12/04, with respect to the 
rejection(s)of claim(s) 1-20 under 102(e) have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a 
new ground(s) of rejection is made in view of newly found prior art references. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ohtani (US 
6108099), and in view of Beauchesne (US 6128626). 

Regarding claim 1, Ohtani discloses a consumable management device (client 
computer 30, fig. 1) comprising: 

• an interface (LAN I/F interface 30a, fig. 1) configured to receive a first message 
including a first designation (receiving first message from printer identifying 
consumable products such as empty toner and/or paper, fig. 4, col 5, lines 4-52) 
identifying an imaging consumable used by an image forming device to form hard 
images (ie. toner and/or paper, fig. 4); and 
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• processing circuitry coupled (inherently, all computers include a CPU) with the 
interface, the processing circuitry being configured to generate a second message (an 
email message including "model No. and manufacture number as shown in fig. 8 for 
forwarding to supplier for ordering the consumable parts, cols. 5-6) including the 
second designation (Le. "model No and part number as shown in fig. 8), and to forward 
the second message to the interface for communication to an entity (email message is 
then forwarded to a supplier, fig. 4, cols. 5-6) for assisting with replenishment of the 
imaging consumable. 

Ohtani discloses a consumable management device, but fails to explicitly disclose 
wherein a processing circuitry configured to convert the first designation identifying the 
imaging consumable to a second designation identifying the imaging consumable. 

Beauchesne, in the same field of endeavor for consumable management, teaches a 
processing circuitry (client computer system 300 as shown in fig. 1) configured to 
convert (converting/corresponding/matching the manufacturer part number with 
customer part number, figs. 3-6, for example, fig. 5d shows component part number as 
a customer's part number with corresponding manufacturer's part number "mfg. Pn") 
the first designation identifying (Le. manufacturer's part number, figs. 3 & 5d) the 
imaging consumable to a second designation (Le. customer's part number, fig. 3 & 5d, 
Beauchesne' s system also includes a database for storing manufacturer's part number 
and customer's part number) identifying the imaging consumable. Please also notes; it is 
also known in the art that before ordering any products from any manufacturers, the 
customers must know the part/product number and/or serial number. Please also notes: 
claim 1 does not indicate what constitutes a "first and second designation message". 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made by modifying a consumable management device of Ohtani to include 
a processing circuitry configured to convert the first designation to a second designation 
(i.e. matching customer part number with manufacturer part number) as taught by 
Beauchesne because of a following reason: (•) allowing operators/users/clients to easily 
match the customer's part with manufacturer's part number by utilizing the database as 
shown in figs. 2-6 of Beauchesne without having to contact the manufacturer for part 
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number; by doing so, it reduces time consumption and costs; (•) it improves the 
operability of the printing system by detecting and replacing the new parts as detected by 
the printer's sensors. 

Therefore, it would have been obvious to combine Ohtani with Beauchesne to obtain the 
invention as specified in claim 1 . 

Regarding claim 2, Ohtani further discloses the device in accordance with claim 1 
wherein the interface is configured to receive another first message (another message for 
toner, fig. 8) including another first designation identifying another imaging consumable 
(i.e. toner, fig. 8), and the processing circuitry is configured to convert the another first 
designation into another second designation identifying the another imaging consumable, 
and to generate the second message comprising a list (paper supply and toner supply, fig. 
6-8) including the second designations. Please also see figs. 3-6 of Beauchesne for lists of 
products to be ordered. 

Regarding claim 3, Ohtani further discloses the device in accordance with claim 1 
wherein the processing circuitry is configured to generate the second message comprising 
a quantity (it is obvious to include a quantity within your purchase order as shown in fig. 
6) corresponding to the imaging consumable identified by the second designation. Please 
also see figs. 3-6 of Beauchesne for quantity to be ordered. 

Regarding claim 4, Ohtani further discloses the device in accordance with claim 1 
wherein the processing circuitry is configured to generate the second message comprising 
an email message and to include the second designation as an attachment of the email 
(attached an order form as shown in fig. 6 to an email message). It is also known in the 
art that email software/programs are capable of attached files to an email message. 

Regarding claim 5, Ohtani and Beauchesne further disclose the device in 
accordance with claim 1 wherein the processing circuitry is configured to convert the first 
designation comprising a manufacturer part number for the imaging consumable to the 



Application/Control Number: 09/738,795 
Art Unit: 2624 



Page 6 



second designation comprising a customer part number (manufacturer's part number and 
customer's part number as shown in figs. 3-6 of Beauchesne) for the imaging 
consumable. 

Regarding claim 6, Ohtani and Beauchesne further disclose the device in 
accordance with claim 1 further comprising storage circuitry configured to store a look- 
up table, and the processing circuitry is configured to access the look-up table (databae 
contains plurality of look-up-table products, fig. 4 of Beauchesne) to convert the first 
designation to the second designation. 

Regarding claim 7, Ohtani further discloses the device in accordance with claim 1 
wherein the processing circuitry is configured to export the second designations into one 
of a plurality of formats (i.e. email message, fig. 6) corresponding to the entity to 
generate the second message. 

Regarding claim 8, Ohtani further discloses the device in accordance with claim 1 
wherein the processing circuitry is configured to communicate the second message at a 
predetermined moment in time (a purchase order can be sent to manufacturer at any time 
depends upon users' preferences). It is also known in the art to configure any email 
software to send out messages at predetermined moment in time. 

Regarding claim 21, Ohtani further discloses the device in accordance with claim 
1 wherein the entity comprises an initial entity (pc computer 30, fig. 1), and wherein the 
first designation is usable by another entity to identify the consumable (pc computer 30 
for identifying what consumable products need to be ordered, figs. 4-8) and the second 
designation usable by the initial entity (a forwarded message with product number to a 
manufacturer, figs. 4-8 and col. 3, lines 1-5 and cols. 5-6) different than another entity to 
identify the consumable. 
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Regarding claim 22, Ohtani further discloses the device in accordance with claim 
1 wherein the first designation is not recognizable by the entity (it is known in the art that 
customer product number is different than manufacturer product number; therefore, the 
customer product number is not recognizable by the entity). 

Claims 9-13, and 23-24 are referring to a system (an image forming system as shown in 
fig. 1 by Ohtani includes image forming apparatus 20, LAN, PC 30, and server 40) for 
performing the method steps that limitations that are similar and in the same scope of 
invention as to those in claims 1-8, and 21-22; therefore, claims 9-13, and 23-24 are 
rejected for the same rejection rationale/basis as described in claims 1-8, and 21-22 
above. 

Claims 14-20, and 25-26 are the methods corresponding the apparatus and recite 
limitations that are similar and in the same scope of invention as to those in claims 1-8, 
and 21-22; therefore, claims 14-20, and 25-26 are rejected for the same rejection 
rationale/basis as described in claims 1-8, and 21-22 above. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

(•) U.S. 6333790 to Kageyama, discloses a monitoring system for managing image 

forming apparatuses and automatically order consumable products. 

(•) U.S. 6405178 to Manchala, discloses a monitoring system for managing image 

forming apparatuses and automatically order consumable products. 

(•) U.S. 20020007318 to Alnwick, teaches a method for searching database for 

manufacturer part number with respect to customer part number. 

(•) U.S. 6798997 to Hayward et al, teaches a method for automatically reordering 
consumable products for image forming apparatus. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thierry L Pham whose telephone number is (571) 
2727439. The examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K Moore can be reached on (571)272-7437. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



Thierry L. Pham 
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